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DETAILED ACTION 

1 . Claims 1-20 have been examined and are rejected. 

Specification 

2. The specification should be updated to reflect the present status of application 
09/649,071 . 

Claim Rejections - 35 USC § 101 

3. 35 U.S.C. 101 reads as follows: 

Whoever invents or discovers any new and useful process, machine, manufacture, or 
composition of matter, or any new and useful improvement thereof, may obtain a patent therefor, 
subject to the conditions and requirements of this title. 

Claims 1-13 are rejected under 35 U.S.C. 101 because the claimed invention is 
directed to non-statutory subject matter. Specifically, the "communication protocol" 
would reasonably be interpreted by one of ordinary skill in the art as failing to fall within 
a statutory category of invention, because applicant's disclosure fails to disclose 
anything other than a purely software embodiment of the claimed communication 
protocol, and no other hardware context is given in the claimed embodiment. 

Thus, in the context of the disclosure and claims in question, one of ordinary skill 
in the art would reasonably interpret the claimed subject matter to encompass intangible 
embodiments. As such, the claimed invention is not limited to a process, machine, 
manufacture, or composition of matter. Thus, the claimed limitations are not limited to 
statutory subject matter and are therefore nonstatutory. 
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Claim Rejections - 35 USC § 103 

4. The following is a quotation of 35 U.S.C. 1 03(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

5. Claims 1-20 are rejected under 35 U.S.C. 103(a) as being unpatentable over 
Garland et al. (U.S. PGPub 2002/0023067) and Simon et al. (U.S. Patent 6,470,207). 

6. This application currently names joint inventors. In considering patentability of 
the claims under 35 U.S.C. 103(a), the examiner presumes that the subject matter of 
the various claims was commonly owned at the time any inventions covered therein 
were made absent any evidence to the contrary. Applicant is advised of the obligation 
under 37 CFR 1 .56 to point out the inventor and invention dates of each claim that was 
not commonly owned at the time a later invention was made in order for the examiner to 
consider the applicability of 35 U.S.C. 103(c) and potential 35 U.S.C. 102(e), (f) or (g) 
prior art under 35 U.S.C. 103(a). 

As per claim 1 and 14, Garland teaches a method for communication in a bi-directional 
diagnostic imaging system between a medical imaging subsystem and a medical 
navigational subsystem, the method comprising: (Garland, see paragraphs 0035-0040 
and figs. 1 and 2) 
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realizing in a navigation subsystem a plurality of navigation subsystem to imaging 
subsystem messages; (Garland, see paragraphs 0035-0040 and figs. 1 and 2) 

realizing in the imaging subsystem a Begin Imaging and an End Imaging 
message for synchronizing image acquisition with navigation coordinate determination, 
the Begin Imaging and End Imaging messages included in imaging subsystem to 
navigation subsystem messages; and formatting the End Imaging message according 
to a predetermined message header format common to a plurality of the navigation 
subsystem to imaging subsystem messages and the imaging subsystem to navigation 
subsystem messages; and (Garland, see paragraphs 0012, 0055, 0056, 0059, and 
0065, where the DICOM 3.0 standard is used) 

transmitting the End Imaging message from the imaging subsystem to the 
navigation subsystem (Garland, see paragraphs 0035-0040 and figs. 1 and 2). 

However, Garland is silent as to combining navigation coordinate determination 
with the image acquisition process. 

Simon teaches a fluoroscopic imaging system that synchronizes image 
acquisition with navigation coordinate determination in a networked imaging system 
(see fig. 1 , fig. 4, and col. 8, line 47 to col. 9, line 50). 

It would have been obvious to one of ordinary skill in the art, at the time the 
invention was made, to have combined Garland and Simon to provide the system of 
Simon in the system of Garland because doing so would provide an imaging system 
that enhances traditional surgical navigation techniques by providing navigational 
imaging guidance while performing surgery (Simon, see col. 1 , lines 1 9-46). 
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As per claims 2 and 20, Garland-Simon teaches the system further comprising 
transmitting a magnification mode message specifying a magnification mode of an X-ray 
detector (Garland, see paragraphs 0077, 0089, and fig. 5c). 

As per claim 3, Garland-Simon teaches the system further wherein the magnification 
mode specifies one of a 12 inch, 9 inch, and 6 inch magnification mode for a 12 inch 
image intensifier or one of a 9 inch, 6 inch, and 4.5 inch magnification mode for a 9 inch 
image intensifier (Garland, see paragraphs 0077, 0089, and fig. 5c). 

As per claim 4, Garland-Simon teaches the system further wherein the navigation 
subsystem to imaging subsystem messages include an image request message, the 
imaging subsystem to navigation subsystem messages include an image reply 
message, and the image reply message comprises image width, image height, and 
pixel data (Garland, see paragraphs 0012, 0055, 0056, 0059, and 0065, where the 
DICOM 3.0 standard is used). 

As per claim 5, Garland-Simon teaches the system further wherein the image reply 
message further comprises bytes-per-pixel, field of view, and image rotation (Garland, 
see paragraphs 0012, 0055, 0056, 0059, and 0065, where the DICOM 3.0 standard is 
used). 
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As per claim 6, Garland-Simon teaches the system further wherein at least one of the 
navigation subsystem to imaging subsystem messages and the imaging subsystem to 
navigation subsystem messages include a Ping response time message (Garland, 
paragraphs 0035-0054, 0056, and 0059). 

As per claim 7, Garland-Simon teaches the system further wherein the navigation 
subsystem to imaging subsystem messages include a system configuration request 
message (Garland, see paragraphs 0012, 0055, 0056, 0059, and 0065, where the 
DICOM 3.0 standard is used). 

As per claim 8, Garland-Simon teaches the system further wherein the imaging 
subsystem to navigation subsystem messages include a system configuration reply 
message (Garland, see paragraphs 0012, 0055, 0056, 0059, and 0065, where the 
DICOM 3.0 standard is used). 

As per claim 9, Garland-Simon teaches the system further wherein the system 
configuration reply message comprises a system model and software revision (Garland, 
see paragraphs 0012, 0055, 0056, 0059, and 0065, where the DICOM 3.0 standard is 
used). 

As per claim 10, Garland-Simon teaches the system further wherein the navigation 
subsystem to imaging subsystem messages include a file request message specifying a 
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filename to transfer (Garland, see paragraphs 0012, 0055, 0056, 0059, and 0065, 
where the DICOM 3.0 standard is used). 

As per claim 1 1 , Garland-Simon teaches the system further wherein the imaging 
subsystem to navigation subsystem messages include a file reply message with 
responsive data from a file identified by the filename (Garland, see paragraphs 0012, 
0055, 0056, 0059, and 0065, where the DICOM 3.0 standard is used). 

As per claim 12, Garland-Simon teaches the system further wherein the imaging 
subsystem to navigation subsystem messages include a patient information message 
specifying at least patient name, sex, and patient ID (Garland, see, e.g., fig. 5A). 

As per claim 13, Garland-Simon teaches the system further wherein the imaging 
subsystem to navigation subsystem messages include a navigation subsystem network 
address selection message (Garland, see paragraphs 0035-0040 and figs. 1 and 2). 

As per claim 15, Garland-Simon teaches the system further wherein transmitting 
comprises transmitting over a high speed network connection (Garland, paragraph 
0035). 

As per claim 16, Garland-Simon teaches the system further wherein transmitting 
comprises transmitting over an Ethernet network connection (Garland, paragraph 0035). 
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As per claim 17, Garland-Simon teaches the system further wherein transmitting 
comprises transmitting according to the TCP/IP protocol (Garland, see paragraphs 0056 
and 0059). 

As per claim 18, Garland-Simon teaches the system further comprising: 

formatting an image request message according to the predetermined message 
header format; transmitting the image request message from the imaging subsystem to 
the navigation subsystem; formatting an image reply message according to the 
predetermined message header format; and transmitting the image reply message with 
image data from the imaging subsystem to the navigation subsystem (Garland, see 
paragraphs 0012, 0055, 0056, 0059, and 0065, where the DICOM 3.0 standard is 
used). 

As per claim 19, Garland-Simon teaches the system further wherein transmitting 
comprises transmitting across a private network between the navigation subsystem and 
the imaging subsystem (Garland, see paragraphs 0035-0040 and figs. 1 and 2). 

Conclusion 

7. Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Nicholas Taylor whose telephone number is (571) 272- 
3889. The examiner can normally be reached on Monday-Friday, 8:30am to 5:00pm. 
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If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Wing Chan can be reached on (571) 272-7493. The fax phone number for 
the organization where this application or proceeding is assigned is (571) 273-8300. 

Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). 
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